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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the amendment filed 9/12/05. Claims 1-30 
and 46-59 remain pending. Claims 1, 13, 14, 26, 27, 46, and 55-57 have been 
amended. Claims 31-45 and 60-70 have been canceled. 



Claim Objections 

2. The objection of claims 26-27 and 55-57 is hereby withdrawn due to the 
amendment filed 9/12/05. 

Claim Rejections - 35 USC §112 

3. The rejection of claim 1 3 under 35 U.S.C. 1 12, second paragraph, is hereby 
withdrawn due to the amendment filed 9/12/05. 

Claim Rejections - 35 USC § 101 

4. The rejection of claims 1-25, 28-30, 46-54, and 58-59 under 35 U.S.C. 101 is 
hereby withdrawn due to the amendment filed 9/12/05. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-5 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeBruin-Ashton (6,014,629) in view of Falchuk et al. (US 2002/0152096 A1), and 
further in view of Tawil (5,225,976). 

(A) Claim 1 has been amended to now recite "accessing an electronic database having 
information comprising a number of procedures performed by each of the group of 
certified practitioners" and providing to the identified individual patients a list of certified 
practitioners, "selected from the electronic database...." As per these features, DeBruin- 
Ashton teaches an electronic database (see Fig. 1 ) and teaches selection algorithms for 
certain physicians to be represented in a higher proportion (col. 12, lines 47-54). 
DeBruin-Ashton does not disclose the number of procedures performed by each of the 
group of certified practitioners. 

Tawil discloses tracking the number of times the provider has performed the 
procedure (col. 3, lines 3-21 of Tawil). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of Tawil within DeBruin-Ashton and Falchuk. The 
motivation for doing so would have been to include background information on providers 
available for review by the patient to assist the patient's decision-making process (col. 
4, lines 57-59 of Tawil). 

The remainder of claim 1 is rejected for the same reasons given in the previous 
Office Action, and incorporated herein. 
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(B) The amendment to claim 13 was apparently made to overcome 112, 2^*^ paragraph 
issues set forth in the prior Office Action. However, these changes do not affect the 
scope and breadth of the claim as originally presented and/or in the manner in which 
the claim was interpreted by the Examiner when applying prior art within the previous 
Office Action. As such, the claim is rejected under the same rationale given in the prior 
Office Action, and incorporated herein. 

(C) Claims 2-5 and 12 have not been amended and are rejected for the same reasons 
given in the previous Office Action, and incorporated herein. 

7. Claims 6-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBruin-Ashton (6,014,629) in view of Falchuk et al. (US 2002/01 52096 A1 ) as applied 
to claim 1 above, in view of Tawil (5,225,976), and further in view of Kurzius et aL 
(6,385,620 B1). 

(A) Claims 6-1 1 have not been amended and are rejected for the same reasons given in 
the previous Office Action, and incorporated herein, 

8. Claims 14, 16-19, 21-22, and 29-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeBruin-Ashton (6,014,629) in view of Joao (US 2002/0032583 Al). 
(A) Claim 14 has been amended to now recite "accessing an electronic database having 
information comprising performance criteria for each of the group of certified dental 
practitioners; and" providing to the identified patients referral lists of certified 
practitioners, "selected from the electronic database." As per these features, DeBruin- 
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Ashton discloses an electronic database having information (see Fig. 1 and abstract of 
DeBruin-Ashton). 

DeBruin-Ashton does not disclose performance criteria for each of the group of 
certified dental practitioners. 

Joao teaches a database containing statistical information such as treatment 
success rates and information on the treatment providers (para. 161 of Joao). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of Joao within DeBruin-Ashton. The motivation for 
doing so would have been to provide important information about healthcare-related 
professionals (para. 29 of Joao). 

The remainder of claim 14 is rejected for the same reasons given in the previous 
Office Action, and incorporated herein. 

(B) Claims 16-19, 21-22, and 29-30 have not been amended and are rejected for the 
same reasons given in the previous Office Action, and incorporated herein. 

9. Claim 1 5 is rejected under 35 U.S. C. 1 03(a) as being unpatentable over DeBruin- 
Ashton (6,014,629) in view of Joao (US 2002/0032583 A1) as applied to claim 14 
above, and further in view of Tawil (5,225,976). 

(A) Claim 15 has not been amended and is rejected for the same reasons given in the 
previous Office Action, and incorporated herein. 
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10. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeBruin- 
Ashton (6,014,629) in view of Joao (US 2002/0032583 A1) as applied to claim 14 
above, and further in view of Falchuk et al. (US 2002/01 52096 A1 ). 

(A) Claim 20 has not been amended and is rejected for the same reasons given in the 
previous Office Action, and incorporated herein. 

1 1 . Claims 23-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBruin-Ashton (6,014,629) in view of Joao (US 2002/0032583 Al ), and in view of 
Tawil (5,225,976), as applied to claims 14-15 above, and further in view of Kurzius et al. 
(US 6,385,620 B1). 

(A) Claims 23-25 and 28 have not been amended and are rejected for the same 
reasons given in the previous Office Action, and incorporated herein. 

(B) Referring to claims 26 and 27, DeBruin-Ashton and Joao do not disclose wherein 
each tier is defined by a threshold number of procedures performed over a selected 
period of time and wherein each tier is defined by an aggregate number of procedures 
performed. 

Tawil discloses tracking the number of times the practitioner has performed the 
procedure within a given amount of time (col. 3, lines 1 1 -1 3 of Tawil). 

Kurzius discloses wherein candidates are assigned to at least three tiers (col. 17, 
lines 48-52 of Kurzius; the Examiner interprets "beginner, intermediate, full- 
understanding, or expert" to be a form of "tiers"). 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of Tawil and Kurzius within DeBruin-Ashton and 
Joao. The motivation for doing so would have been to provide information for review by 
the patient to assist the patient's decision-making process (col. 4, lines 57-59 of Tawil) 
and to sort the practitioners by proficiency level (col. 17, lines 48-52 of Kurzius). 

12. Claims 46-49, 51-52, 55-56, and 58 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tawil (5,225,976) in view of Falchuk et al. (US 2002/01 52096 A1 ). 
(A) Claim 46 has been amended to now recite maintaining a patient referral directory "in 
an electronic database having information comprising the number of times each certified 
practitioner has performed the procedure," wherein "certified" practitioners "selected 
from the electronic database" are prioritized on "a" list based on the number of times 
each "certified practitioner" has performed the procedure. As per these features, Tawil 
discloses a database that tracks the number of times the provider has performed the 
procedure (col. 3, lines 3-21 of Tawil). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of Tawil within Falchuk. The motivation for doing 
so would have been to include background information on providers available for review 
by the patient to assist the patient's decision-making process (col. 4, lines 57-59 of 
Tawil). 

The remainder of claim 46 is rejected for the same reasons given in the previous 
Office Action, and incorporated herein. 
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(B) Claims 47-49, 51-52, and 58 have not been amended and are rejected for the same 
reasons given in the previous Office Action, and incorporated herein. 

(C) Referring to claims 55 and 56, Tawil discloses wherein the number of times the 
procedure is performed is measured periodically over a fixed time interval and the 
directory periodically updated and wherein the practitioners are not ordered within a tier 
(col. 3, lines 3-21 of Tawil). 

13. Claims 50 and 59 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tawil (5,225,976) in view of Falchuk et al. (US 2002/0152096 A1) as applied to 
claims 46 and 58 above, and further in view of DeBruin-Ashton (6,014,629). 

(A) Claims 50 and 59 have not been amended and are rejected for the same reasons 
given in the previous Office Action, and incorporated herein. 

14. Claims 53-54 and 57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tawil (5,225,976) in view of Falchuk et al. (US 2002/01 52096 Al ) as applied to 
claims 46 and 52 above, and further in view of Kurzius et al. (6,385,620 B1). 

(A) Claims 53-54 have not been amended and are rejected for the same reasons given 
in the previous Office Action, and incorporated herein. 

(B) Referring to claim 57, Tawil discloses tracking the number of procedures performed 
(col. 3, lines 3-21 of Tawil). However, Tawil does not expressly disclose ranking the 
practitioners within each tier based on this data. 
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Kurzius discloses placing candidates into tiers based on experience and 
proficiency level (col. 17, lines 48-52 of Kurzius). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of Kurzius within Tawil and Falchuk. The 
motivation for doing so would have been to sort the practitioners by proficiency level 
(col. 17, lines 48-52 of Kurzius). 



Response to Arguments 



15. Applicant's arguments filed 9/12/05 have been fully considered but they are not 
persuasive. Applicant's arguments will be addressed hereinbelow in the order in which 
they appear in the response filed 9/12/05. 

16. Applicant's arguments with respect to claims 1 and 46 have been considered but 
are moot in view of the new ground(s) of rejection. 

(1 ) Applicant argues that while CME credits may be necessary for a physician to 
maintain an active medical license, the awarding of CME credits by consultation of a 
primary care physician with a specialist physician, as taught by Falchuk, distinctly differs 
from certifying a group of practitioners to perform a particular medical procedure, as 
required by the current claims. As such, Falchuk fails to teach certifying a group of 
practitioners to perform a medical procedure, as recited in current claim 1. 

(2) Applicant argues that Tawil is directed to a health benefit processing system 
designed to process health benefits claims for insurance purposes, which is 
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distinguished fronn the current disclosure. The entire Kurzius disclosure is directed to 
employment candidate recruiting and is silent with respect to referring patients to 
medical practitioners. 

(3) Applicant argues that Joao does not teach certifying dental practitioners to perform a 
dental procedure, as alleged by the Examiner. Joao is directed to an apparatus for 
providing healthcare information for payer and provider communication, including a 
central processing computer. It is submitted that mere reference to "dental training" in 
the context of database storage information, without more, is insufficient to teach 
certifying dental practitioners to perform a dental procedure as recited in the current 
claims and disclosed throughout the specification. 

(A) As per the first argument, the Examiner disagrees as Falchuk teaches educating the 
practitioners and testing the practitioners (see para. 21 and para. 30 of Falchuk). The 
Examiner believes these passages address Applicant's certifying of practitioners. 

(B) As per the second argument, while Tawil is directed to a health benefit processing 
system, it also contains a database with provider information. The purpose of the 
database is to assist the patient's decision-making process (see col. 4, lines 57-59 and 
col. 3, lines 3-13 of Tawil). The background information concerning the providers allows 
the patient to make a more informed selection (see col. 4, line 66 - col. 5, line 2 of 
Tawil). In response to applicant's argument that Kurzius is nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, 
if not, then be reasonably pertinent to the particular problem with which the applicant 
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was concerned, in order to be relied upon as a basis for rejection of tine claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this 
case, both Kurzius and the Applicant's invention are directed to assigning tiers to people 
based on experience level, to perform a job. 

(C) As per the third argument, the Examiner disagrees as Joao is also directed to the 
training of healthcare professionals (para. 167 of Joao). Joao teaches that dentists are 
provided training (see para. 167 of Joao). As such, Joao teaches certifying dental 
practitioners. 



Conclusion 

17. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 



Application/Control Number: 09/756,885 



Page 12 



Art Unit: 3626 

the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lena Najarian whose telephone number is 571-272- 
7072. The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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